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SUMMARY

The United States Court of Appeals for the Federal Circuit affirmed the Trademark Trial and Appeal
Board's grant of summary judgment dismissing an opposition to registration of ULTRA SWEATS. The
court held that “sweats” was generic or highly descriptive for sweatshirts and sweatpants, that there
was no likelihood of confusion with the opposer's marks, and that the fraud allegations did not present
a genuine issue of material fact.
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QUESTIONS PRESENTED

1. Whether summary judgment was proper on Sweats Fashions' likelihood-of-confusion opposition.

2. Whether the common term SWEATS, being generic or highly descriptive for sweatshirts and sweatpants,
could support a likelihood-of-confusion claim absent proof of secondary meaning or appropriation of the
protected display of the term.

3. Whether summary judgment was proper on the fraud claims based on alleged misrepresentations during
prosecution and Pannill's knowledge of Sweats Fashions' marks.

4. Whether Sweats Fashions was entitled to additional discovery before summary judgment despite failing
to invoke Rule 56(f).

HOLDINGS

1. Summary judgment is proper where the movant supports its motion with evidence establishing
entitlement to judgment and the nonmovant fails to present specific evidence creating a genuine dispute
over a material fact; conclusory pleadings, denials, or attorney assertions are insufficient.

2. Likelihood of confusion is an issue of law, and the TTAB may resolve it on summary judgment when the
record presents no genuine dispute over material facts.

3. There was no likelihood of confusion under section 2(d) because SWEATS was generic or highly
descriptive for sweatshirts and sweatpants, Sweats Fashions had not shown secondary meaning in
SWEATS per se, and Pannill's mark did not encroach on the particular display style protected by Sweats
Fashions' registration.

4. Summary judgment was proper because the record established no genuine dispute concerning wrongful
intent or materiality; the misidentification of serial and registration numbers was explained as
inadvertent, the underlying third-party-registration proposition was true, and the alleged errors did not
materially affect allowance of the application.

5. Knowledge of a prior similar mark, without more, does not establish bad faith, and the fraud claim based
on Pannill's knowledge failed because ULTRA SWEATS was registrable.

KEY QUOTATIONS

“A dispute is genuine only if, on the entirety of the record, a reasonable jury could resolve a factual matter in
favor of the non-movant.” (¶ 12)

“The uniform precedent of this court is that the issue of likelihood of confusion is one of law.” (¶ 51)

“However, an inference of "bad faith" requires something more than mere knowledge of a prior similar
mark.” (¶ 53)



FACTUAL BACKGROUND

Sweats Fashions owned registrations and claimed prior use of marks incorporating the word SWEATS for active
sportswear and related goods. Pannill sought to register ULTRA SWEATS for sweatshirts and sweatpants, while
disclaiming exclusive rights to SWEATS apart from the mark. The record included trade usage, third-party
registrations with SWEATS disclaimed, and evidence that Pannill's attorney had made inadvertent identification
errors during prosecution. The evidence supporting the descriptive or generic nature of SWEATS for sweatshirts
and sweatpants was not materially contradicted.

PROCEDURAL HISTORY

Pannill applied to register ULTRA SWEATS for sweatshirts and sweatpants. After the PTO examiner initially
refused registration under section 2(d) of the Lanham Act, Pannill entered a disclaimer of SWEATS and
submitted evidence concerning the descriptive or generic nature of the term; the refusal was withdrawn and the
mark was published for opposition. Sweats Fashions opposed on likelihood-of-confusion and fraud grounds.
Following discovery, the TTAB granted Pannill summary judgment on all counts and dismissed the opposition;
the Federal Circuit affirmed.

DISPOSITION

affirmed
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