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SUMMARY

The United States District Court for the District of Delaware adopts a magistrate judge’s report and
recommendation and grants Apple Inc.’s renewed motion for judgment on the pleadings. The court
holds that asserted patent claim 21 is a single-means claim and is invalid for lack of enablement under
35 U.S.C. § 112. The court overrules Immervision’s objections and denies the parties’ claim
construction motions as moot.
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DISPOSITION other

PROCEDURAL POSTURE The district court reviewed de novo a magistrate judge's report and
recommendation recommending that Apple prevail on a Rule 12(c)
motion for judgment on the pleadings. Immervision objected to the
recommendation. The district court overruled the objections, adopted
the report, granted Apple's renewed motion for judgment on the
pleadings, and denied the parties' claim-construction motions as moot.

STANDARD OF REVIEW The court reviewed the magistrate judge's report and recommendation
de novo under 28 U.S.C. § 636(b)(1) and Federal Rule of Civil
Procedure 72(b)(3). For the Rule 12(c) motion, the court applied the
Rule 12(b)(6) standard, viewing factual allegations in the light most
favorable to the nonmovant and granting relief only when no material
issue of fact remained and the movant was entitled to judgment as a
matter of law.
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QUESTIONS PRESENTED

1. Whether claim 21 is a single-means claim under the means-plus-function requirements of 35 U.S.C. §
112.

2. Whether a single-means claim is invalid for lack of enablement without a traditional fact-intensive
enablement inquiry.

3. Whether Apple's Rule 12(c) motion and briefing violated the claim-construction briefing limits or
scheduling order.

HOLDINGS

1. Claim 21 is a single-means claim because, under the parties' positions and the plain claim language, the
optical-means limitation is the only actually claimed element; the additional language merely describes
characteristics of that element or the lens's output.

2. Because claim 21 is a single-means claim, it is invalid for lack of enablement; a traditional fact-intensive
enablement inquiry is unnecessary in this circumstance.

3. Apple's Rule 12(c) motion and briefing did not violate the claim-construction briefing limits or
scheduling order, and the motion was properly considered.

KEY QUOTATIONS

“A single-means claim is a means-plus-function claim that claims just one element, not a combination of
elements as required by 35 U.S.C. § 112 ¶ 6.” (Discussion § III.B)

“Thus, as the Report correctly concluded, “[c]ourts need not perform the traditional, fact-intensive
enablement inquiry in this scenario.”” (Discussion § III.C)

“The fundamental problem for Immervision though is that the single-means analysis must focus on elements
the patentee actually claimed, and Immervision did not claim the “implied parts critical to the preamble.””
(Discussion § III.B)

FACTUAL BACKGROUND

Immervision asserted only dependent claim 21 of U.S. Patent No. 6,844,990, which depends on cancelled claim
17. The parties agreed that claim 21 used means-plus-function format and that the preamble was limiting.
Immervision also agreed that the language following the optical-means limitation in claim 17 described



characteristics of that single optical means, and characterized claim 21's compression and expansion language as
a property of the lens's output rather than a separate claimed function.

PROCEDURAL HISTORY

Immervision asserted dependent patent claim 21 against Apple. While claim-construction briefing was pending,
Apple moved for judgment on the pleadings, arguing that claim 21 was invalid for lack of enablement because it
was a single-means claim. Magistrate Judge Burke recommended granting the motion; after Immervision
objected, the district court held oral argument, reviewed the recommendation de novo, adopted it, and entered
judgment for Apple.
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