UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT

CUPP COMPUTING AS v. TREND MICRO INC.

No. 2020-2262, 2020-2263, 2020-2264, United States Court of Appeals for the Federal Circuit (November 16,
2022)

SUMMARY

The Federal Circuit affirmed PTAB decisions holding claims of three mobile security patents
unpatentable as obvious. The court upheld the Board's claim construction that a "security system
processor” need not be remote from the mobile device processor, as the specification contemplates an
embedded embodiment. It also held that a patentee's disclaimer during an IPR proceeding is not
binding on the Board in that same proceeding, and that substantial evidence supported the obviousness

finding for the "security agent" limitation based on the Gordon prior art.
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QUESTIONS PRESENTED

1. Whether the Board erred in construing the claim term 'security system processor' as not requiring that

the processor be remote from the mobile device processor.

2. Whether substantial evidence supports the Board's finding that the '595 patent's 'security agent' limitation

was obvious over the Gordon prior art reference.

HOLDINGS

1. The term 'security system processor' does not require remoteness; it only requires that the processor be

different from the mobile device processor.

2. Substantial evidence supports the Board's finding that Gordon's host agent performs security services

after wake-up, rendering the security agent limitation obvious.

KEY QUOTATIONS

“The fact that the security system processor is 'different’ than the mobile device processor does not suggest

that the two processors are remote from one another.” (6)

“The specification explicitly recognizes as much. In one 'preferred embodiment[]' of the invention, 'the mobile

security system . . . may be incorporated within the mobile device."” (7)

“We hold only that a disclaimer is not binding on the PTO in the very IPR proceeding in which it is made, just

as a disclaimer in a district court proceeding would not bind the district court in that proceeding.” (11)

“Substantial evidence supports the Board's finding that Gordon's host agent performs security services.” (14)

FACTUAL BACKGROUND

The patents at issue relate to mobile security systems that wake a mobile device from a power-saving mode to
perform security operations. The challenged claims were found obvious over two prior art references: Gordon
and Joseph. Two issues were raised on appeal: (1) claim construction of the term 'security system processor' and
(2) whether substantial evidence supported the Board's finding that the 'security agent' limitation in the '595

patent was obvious.

PROCEDURAL HISTORY

Trend Micro petitioned for inter partes review of claims in three patents. The Board found all challenged claims
obvious over prior art. CUPP appealed. After the Supreme Court's decision in Arthrex, the case was remanded

for CUPP to seek rehearing from the Director, which was denied. CUPP renewed its appeal.

DISPOSITION

affirmed
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