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SUMMARY

The Federal Circuit affirmed the PTAB's obviousness determination in an IPR, holding that the Board

properly relied on a single prior art reference (O'Brien) to find all claim elements disclosed, without

needing to find a motivation to combine where a secondary reference (Nelson) was used only to

explain that O'Brien's encoder was a dictionary encoder—a point conceded by the patent owner. The

court also upheld the Board's claim construction of "maintaining a dictionary," finding that the

specification and dependent claims did not require the dictionary to be reset only when full, and that

O'Brien disclosed the limitation. Key topics: inter partes review, obviousness under 35 U.S.C. § 103,

motivation to combine prior art, claim construction under broadest reasonable interpretation, and

reliance on a single reference for obviousness.
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QUESTIONS PRESENTED

1. Whether the Board erred in its determination that a person of ordinary skill in the art would have been

motivated to combine O'Brien and Nelson.

2. Whether the Board erred by failing to construe the 'maintaining a dictionary' limitation and in finding

that O'Brien disclosed that limitation.

HOLDINGS

1. The Board was not required to make a finding regarding a motivation to combine because it relied on
O'Brien alone to disclose every element of the claims, and Nelson was used only to explain that O'Brien

teaches a dictionary encoder, a point conceded by Realtime.

2. The Board did not err in finding that O'Brien disclosed the 'maintaining a dictionary' limitation because
the dependent claim 4 provides sufficient details to satisfy that limitation, and the specification does not

require additional resetting steps.

KEY QUOTATIONS

“1. A method for compressing input data comprising a plurality of data blocks, the method comprising the
steps of: detecting if the input data comprises a run-length sequence of data blocks; outputting an encoded
run-length sequence, if a run-length sequence of data blocks is detected; maintaining a dictionary comprising
a plurality of code words, wherein each code word in the dictionary is associated with a unique data block
string; building a data block string from at least one data block in the input data that is not part of a run-
length sequence; searching for a code word in the dictionary having a unique data block string associated
therewith that matches the built data block string; and outputting the code word representing the built data
block string.” (at 3)

“4. The method of claim 1, wherein the step of maintaining a dictionary comprises the steps of: dynamically
generating a new code word corresponding to a built data block string, if the built data block string does not

match a unique data block string in the dictionary; and adding the new code word in the dictionary.” (at 4)

“the dictionary is dynamically maintained and updated during the encoding process by generating a new
code word corresponding to a built data block string, if the built data block string does not match a unique

data block string in the dictionary; and then adding the new code word in the dictionary.” (at 13)

“An invention cannot be patented, 'though the invention is not identically disclosed or described as set forth
in section 102,' if, at the time of the invention, the differences between the claimed invention and the prior art

would have rendered the claimed invention 'obvious' to a person of ordinary skill in the art.” (at 7)

FACTUAL BACKGROUND



The '812 patent relates to lossless data compression using run-length encoding and dictionary encoding. Run-
length encoding replaces a run of characters with an identifier for each character and the number of repetitions.
Dictionary encoding assigns a code word to a data string and maps it to an index. Independent claim 1 combines
both techniques. Claim 4 further specifies that maintaining a dictionary includes dynamically generating a new
code word and adding it to the dictionary. In the IPR, HP argued that O'Brien, a prior art patent, disclosed all
limitations of the claims, with Nelson, a textbook, clarifying that O'Brien's string compression is a form of
dictionary encoding. Realtime conceded that O'Brien's encoder is a type of dictionary encoder but argued that
O'Brien does not disclose 'maintaining a dictionary' as claimed because O'Brien generates a new dictionary for

each data segment, whereas the patent uses a single dictionary that resets only when full. The Board found that
O'Brien alone discloses all limitations and that, even if motivation to combine were required, it would be

satisfied.

PROCEDURAL HISTORY

HP petitioned for inter partes review of claims 1-4, 8, 14-17, 21, and 28 of U.S. Patent No. 6,597,812, alleging
obviousness. The Board instituted review and, in its final written decision, found that all challenged claims

would have been obvious over the prior art. Realtime appeals.
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