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SUMMARY

The Supreme Judicial Court of Massachusetts answered certified questions concerning whether
Massachusetts General Laws chapter 221, section 50 creates an attorney’s lien on patents and patent
applications for patent prosecution services. The court held that the statute applies to such work and
that the lien attaches to proceeds from the sale of the patents or applications. The decision interpreted

the statute’s references to a client’s “claim” and “proceeds” as independent bases for the lien.
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QUESTIONS PRESENTED

1. Whether G. L. c. 221, § 50, grants a Massachusetts attorney a lien on patents and patent applications for

patent-prosecution work performed for a client.

2. Whether, if the statute grants such a lien, the lien attaches to proceeds from the sale of the issued patents

or patent applications.

HOLDINGS

1. A Massachusetts attorney who performs patent-prosecution work may assert a lien under G. L. c. 221, §

50, on the client's patent application and on the patent subsequently issued from that application.

2. Alien under G. L. c. 221, § 50, attaches to proceeds derived from the sale of a patent or patent

application to which the lien is attached.

KEY QUOTATIONS

“When an attorney files a patent application for a client with the USPTO, that action constitutes appearing in

a proceeding before a Federal department.” (413)

“The repetition of the word “upon” in the statute describes three separate and independent bases for the

assertion of an attorney’s lien” (414-415)

“The purpose of the lien statute would be eviscerated if an inventor could just sell a valuable property right,
one that was obtained by the attorney’s work in the first instance, and pocket the proceeds.” (416-417)

FACTUAL BACKGROUND

Ropes & Gray provided patent-prosecution services to Engage, Inc. and its affiliates before their Chapter 11
filings and was owed approximately $108,737.11 for that work. The debtors sold patents and patent applications
before and after filing for bankruptcy, and the sale proceeds were held in reserve pending resolution of Ropes &
Gray's asserted attorney's lien. The bankruptcy and district courts concluded that G. L. c. 221, § 50, did not apply
to patent-prosecution work or attach to the patents, applications, or sale proceeds.

PROCEDURAL HISTORY

Engage, Inc. and affiliated debtors filed Chapter 11 bankruptcy petitions. Ropes & Gray asserted a secured claim
for unpaid patent-prosecution services, claiming a lien under G. L. c. 221, § 50, on patents, patent applications,
and proceeds from their sale. The Bankruptcy Court rejected the lien claim, and the United States District Court
for the District of Massachusetts affirmed. After further proceedings and a final disallowance of the secured
claim, the District Court again affirmed. On appeal, the First Circuit certified to the Massachusetts Supreme
Judicial Court whether the statute creates a lien on patents and patent applications for patent-prosecution work

and whether the lien attaches to sale proceeds.

DISPOSITION

other



REMAND INSTRUCTIONS

The court answered both certified questions in the affirmative and directed that attested copies of the opinion be
transmitted to the First Circuit. It did not itself remand the underlying bankruptcy matter.
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