
UNITED STATES DISTRICT COURT FOR THE EASTERN DISTRICT OF
CALIFORNIA

Warn Industries, Inc. v. Agency 6 Inc.
Warn Industries · No. 2:22-cv-01358 WBS JDP · Decided March 8, 2023

SUMMARY

The United States District Court for the Eastern District of California denied Agency 6 Inc.'s motion to
dismiss Warn Industries, Inc.'s patent infringement complaint. The court held that the asserted patent
was directed to patent-eligible subject matter under 35 U.S.C. § 101 and that Warn Industries plausibly
alleged direct, induced, contributory, and willful infringement.
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DISPOSITION denied

PROCEDURAL POSTURE Plaintiff brought claims for induced, contributory, and willful patent
infringement. Defendant moved to dismiss the complaint in its entirety
under Federal Rule of Civil Procedure 12(b)(6).

STANDARD OF REVIEW On a Rule 12(b)(6) motion, the court accepts material allegations as
true, draws reasonable inferences in the plaintiff's favor, and
determines whether the complaint states a plausible claim for relief. At
the pleading stage, patent claims are construed in the manner most
favorable to the plaintiff, and patent eligibility may be decided on a
motion to dismiss.

PRECEDENTIAL VALUE unpublished district court opinion; precedential status unknown
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QUESTIONS PRESENTED

1. Whether the court could determine patent eligibility under 35 U.S.C. § 101 at the Rule 12(b)(6) stage
without conducting a separate claim-construction hearing.

2. Whether the complaint plausibly alleged that claim 1 of the '963 Patent was directed to patent-eligible
subject matter.

3. Whether the complaint plausibly alleged direct infringement sufficient to support induced and
contributory infringement claims.

4. Whether the complaint plausibly alleged induced infringement.

5. Whether the complaint plausibly alleged contributory infringement, including that the accused product
lacked substantial non-infringing uses.

6. Whether the complaint plausibly alleged willful infringement.

HOLDINGS

1. A separate, formal claim-construction hearing was unnecessary because the court could adopt the
plaintiff's constructions or resolve only the claim-construction disputes needed to conduct the § 101
analysis.

2. The complaint plausibly alleged that claim 1 was directed to patent-eligible subject matter because,
under the plaintiff-favorable construction required at the pleading stage, the claimed rigging interface
was a tangible machine with concrete structure rather than an abstract idea.

3. The complaint plausibly alleged direct infringement because its claim chart asserted that the accused
product satisfied every limitation of claim 1.

4. The complaint plausibly alleged induced infringement by asserting that Agency 6 knew of the patent,
received notice of possible infringement, and actively sold the accused product with instructions for
infringing use.

5. The complaint plausibly alleged contributory infringement because it alleged that the accused product
had no substantial non-infringing uses.

6. The complaint plausibly alleged willful infringement by alleging that Agency 6 knew of the '963 Patent
and specifically intended to infringe it by continuing to sell the accused product.

KEY QUOTATIONS

“A Rule 12(b)(6) motion tests the legal sufficiency of a claim.” (at 6)

“claim construction is not an inviolable prerequisite to a validity determination under § 101.” (at 7)

“Accordingly, plaintiff has sufficiently plead that the ‘963 Patent is directed at patent-eligible subject matter
under step one of Alice because it is tangible and possesses a concrete structure.” (at 10)



“The court thus finds that the ‘963 Patent is directed toward patent-eligible subject matter under § 101.
Further, the court finds that plaintiff has sufficiently alleged induced infringement, contributory infringement,
and willful infringement of the ‘963 Patent.” (at 15)

FACTUAL BACKGROUND

Warn Industries owned U.S. Patent No. 11,167,963, which claimed a rigging interface for a winch fairlead
involving surfaces, side portions, and an extension coupled to a cable. Warn alleged that Agency 6's Billet Winch
Shackle satisfied every limitation of claim 1 and continued to be marketed and sold. Warn also alleged that
Agency 6 had notice of the patent or its earlier publication, redesigned its product to avoid an earlier patent but
not the '963 Patent, and continued selling the accused product.

PROCEDURAL HISTORY

Warn Industries filed a patent infringement complaint alleging that Agency 6's Billet Winch Shackle infringed
claim 1 of U.S. Patent No. 11,167,963. Agency 6 moved to dismiss, arguing that the patent claimed ineligible
subject matter and that the infringement allegations were insufficient. The court denied the motion to dismiss.

DISPOSITION

denied
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