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SUMMARY

This case addresses trademark infringement, breach of contract, and abuse of process claims between
former members of the rock band BOSTON. The First Circuit affirmed summary judgment on the
breach of contract claim because there was no evidence the defendant directed the allegedly improper
promotions, and on the abuse of process claim because the plaintiff's motives were stated in the
complaint. The court also upheld the denial of attorney's fees under the Lanham Act, finding the case
was not "exceptional" under *Octane Fitness*, and affirmed the admission of a promotional music
video as commercial speech rather than protected parody.
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QUESTIONS PRESENTED

1. Whether the district court erred in granting summary judgment to Goudreau on Scholz's breach of
contract claim.

2. Whether the district court erred in denying Scholz's motions to reinstate his breach of contract claim.

3. Whether the district court erred in denying Scholz's motion for entry of judgment on his breach of
contract claim.

4. Whether the district court erred in granting summary judgment to Scholz on Goudreau's abuse of process
claim.

5. Whether the district court erred in denying Goudreau's motion for attorney's fees under 15 U.S.C. §
1117(a).

6. Whether the district court erred in admitting the EATA pop-up video into evidence.

HOLDINGS

1. Summary judgment was proper because Scholz failed to show a genuine issue of material fact that
Goudreau personally breached the Settlement Agreement.

2. The district court did not abuse its discretion because Goudreau did not impliedly consent to litigating
the claim; the evidence was relevant to existing claims.

3. The district court did not err because the jury's finding on Goudreau's counterclaim does not satisfy the
damages element of Scholz's claim.

4. Summary judgment was proper because Scholz's litigation was not used for an ulterior purpose; his
stated objective was legitimate.

5. The district court did not abuse its discretion because the case was not exceptional under Octane Fitness.

6. The district court did not abuse its discretion because the video was commercial speech and not
protected parody, and its probative value was not outweighed by prejudice.

KEY QUOTATIONS

“Goudreau may use the term 'Formerly of Boston' for and in conjunction with any biographical usage with
respect to future performances, but, except to this extent, Goudreau shall have no other interest, right or title
to the name 'BOSTON.'” (at 2-3)

“Some of the pop-up messages read as follows: 'Guitarist Barry Goudreau and drummer 'Sib' Hashian are
'former' original members of the band 'Boston'.' 'Boston's' first record is the biggest selling debut in history
with 17 million units sold.'” (at 3-4)

“A party asserting that a fact ... is genuinely disputed must support the assertion by ... citing to particular
parts of materials in the record.” (at 10)



“The bad intentions of a defendant are irrelevant if that defendant 'has done nothing more than carry out the
process to its authorized conclusion.'” (at 20)

“An 'exceptional' case is one that stands out from others with respect to the substantive strength of a party's
litigating position ... or the unreasonable manner in which the case was litigated.” (at 23)

FACTUAL BACKGROUND

Scholz and Goudreau were members of the rock band BOSTON. In 1983, they executed a Settlement Agreement
allowing Goudreau to use the term 'Formerly of Boston' but prohibiting other uses of the band's name. Goudreau
later joined Ernie and the Automatics (EATA), whose promotional materials referred to him as an 'original' or
'founding' member of BOSTON. Scholz sued for trademark infringement and breach of contract.

PROCEDURAL HISTORY

Scholz sued Goudreau for trademark infringement and breach of contract; Goudreau counterclaimed. The district
court granted partial summary judgment, and a jury trial on remaining claims resulted in verdict for both
respective defendants. Both parties appealed.

DISPOSITION

affirmed
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