UNITED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF NEW

YORK

The Sam Bernstein Law Firm, PLLC v. Better Call Sam, The Law
Office of Samantha Maguire, PLL.C, and Samantha Maguire

25-CV-0252-MAV (W.D.N.Y. Jan. 8, 2026) - No. 25-CV-0252-MAV - Decided January 8, 2026

SUMMARY

The United States District Court for the Western District of New York addresses the plaintiff’s motion

to strike affirmative defenses and dismiss counterclaims in a trademark infringement action involving
the marks “CALL SAM” and “Better Call Sam.” The court denies the motion as to the parody, First

Amendment, and weakness-of-mark defenses without prejudice, but strikes the defenses of laches,

estoppel, acquiescence, and unclean hands. The court also dismisses the defendant’s declaratory-

judgment counterclaims without prejudice, primarily because they duplicate the trademark

infringement claims and the court declines to exercise declaratory-judgment jurisdiction.
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Plaintiff moved under Federal Rule of Civil Procedure 12(f) to strike
portions of Defendant Samantha Maguire's affirmative defenses and
under Rule 12(b)(6) to dismiss her counterclaims for declaratory

judgment of non-infringement.

On a Rule 12(f) motion, an affirmative defense may be stricken when
there is no question of fact or law that could allow the defense to
succeed and the plaintiff would be prejudiced by litigating it.
Counterclaims under Rule 12(b)(6) must satisfy Rule 8(a)'s plausibility
standard under Twombly and Igbal. The court also has broad
discretion under the Declaratory Judgment Act to decline jurisdiction

after weighing the relevant factors.



PRECEDENTIAL VALUE unpublished district court decision; precedential status unknown
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QUESTIONS PRESENTED
1. Whether Maguire's parody and First Amendment defenses should be stricken under Rule 12(f).

2. Whether Maguire's laches, estoppel, and acquiescence defenses were sufficiently pleaded and legally
supported to survive a Rule 12(f) motion.

3. Whether Maguire's unclean-hands defense was legally available based on allegations concerning

Plaintiff's enforcement of its trademark rights.

4. Whether Maguire's non-dilution/weakness-of-mark defense should be stricken as irrelevant or
prejudicial to the trademark-infringement claims.

5. Whether the court should dismiss Maguire's declaratory-judgment counterclaims by declining

jurisdiction under the Declaratory Judgment Act.

HOLDINGS

1. The court denied without prejudice the motion to strike Maguire's parody and First Amendment defenses
because, although the defenses appeared potentially redundant to the likelihood-of-confusion issue and
the court was skeptical that parody had been plausibly alleged, Plaintiff had not shown sufficient
prejudice from litigating them at that stage.

2. The court struck Maguire's fourth affirmative defense asserting laches, estoppel, and acquiescence.
3. The court struck Maguire's fifth affirmative defense asserting unclean hands.

4. The court denied without prejudice the motion to strike Maguire's sixth affirmative defense concerning
non-dilution and weakness of the mark.

5. The court dismissed Maguire's counterclaims for declaratory judgments of non-infringement without

prejudice because it declined to exercise jurisdiction under the Declaratory Judgment Act.

KEY QUOTATIONS

“In a traditional trademark infringement suit founded on the likelihood of confusion rationale, the claim of
parody is not really a separate ‘defense’ as such, but merely a way of phrasing the traditional response that

customers are not likely to be confused as to source, sponsorship or approval.” (at 9)

“Motions to strike affirmative defenses under Rule 12(f) are disfavored, and the standard for a plaintiff to

prevail is demanding.” (at 10)



“Unclean hands must relate to the getting or using the alleged trademark rights.” (at 13)

“the Counterclaim’s request for declaratory relief of non-infringement “is entirely duplicative of [TCG’s]
[trademark infringement] claim -- and any resolution of the merits of [TCG’s] claim will necessarily resolve
[666P’s] counterclaim.”” (at 17)

FACTUAL BACKGROUND

Plaintiff owns federally registered CALL SAM and 1-800-CALL-SAM trademarks, which it alleges have
become incontestable, and uses them extensively in advertising its personal-injury law practice. Defendants
began promoting legal services under the slogan “Better Call Sam” and used the domain name bettercallsam.net.
Plaintiff sued for trademark infringement, after which Maguire asserted affirmative defenses based on parody,
the First Amendment, lack of confusion, laches, estoppel, acquiescence, unclean hands, and weakness or non-

dilution of the mark.

PROCEDURAL HISTORY

Plaintiff filed a Lanham Act trademark infringement complaint in March 2025. Maguire, who was not admitted
to practice before the court, filed an answer and counterclaims on behalf of herself and the entity defendants; the
court held that the filing operated only as Maguire's responsive pleading because she could not represent the
entities. Plaintiff then moved to strike affirmative defenses and dismiss the counterclaims. The court denied the
motion as to the parody/First Amendment and non-dilution/weakness defenses, struck the fourth and fifth

defenses, and dismissed the counterclaims without prejudice after declining declaratory-judgment jurisdiction.
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