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SUMMARY

The Eleventh Circuit affirmed summary judgment for the defendants in a trademark infringement and
Florida unfair-trade-practices action arising from a water meter reading system contract dispute. The
court held that Custom Manufacturing failed to establish a likelihood of consumer confusion from its
trade name appearing on concealed printed circuit boards, and that this failure also defeated its related

Florida claim.
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PROCEDURAL POSTURE Custom appealed summary judgments against its Lanham Act and

Florida Deceptive and Unfair Trade Practices Act claims, as well as
the denial of its motion to compel discovery concerning Midway's
customers. It did not appeal the judgment on its tortious-interference
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STANDARD OF REVIEW The court reviewed summary judgment de novo, applying the same
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QUESTIONS PRESENTED

1. Whether summary judgment was proper on Custom's Lanham Act false-designation-of-origin claim

where the record did not establish a likelihood of consumer confusion.

2. Whether the failure of the Lanham Act claim required summary judgment on Custom's Florida

Deceptive and Unfair Trade Practices Act claim.

3. Whether the district court abused its discretion by adopting the magistrate judge's denial of Custom's

motion to compel customer information.

HOLDINGS

1. Summary judgment for defendants was proper because Custom failed to present sufficient evidence that

consumers were likely to be confused by the trade-name legend on the enclosed circuit boards.

2. Summary judgment for defendants was proper on the FDUTPA claim because Custom's failure to

establish a Lanham Act infringement claim extinguished its derivative Florida unfair-competition claim.

3. The district court did not abuse its discretion by adopting the magistrate judge's denial of Custom's

motion to compel information concerning Midway's customers.

KEY QUOTATIONS

“Because the bottom line is the likelihood of consumer confusion, application of the Frehling factors entails
more than the mechanistic summation of the number of factors on each side; it involves an evaluation of the
"overall balance."” (649-650)

“Like the proverbial tree falling in a forest, the unauthorized use of a trademark that is never perceived by

anyone cannot be said to create a likelihood of consumer confusion.” (652)

“recovery under the Lanham Act requires, at a minimum, "that confusion, mistake, or deception be ‘likely,’

not merely ‘possible.”"” (651)

FACTUAL BACKGROUND

Custom designed and manufactured a remotely operated water-meter-reading system for Midway and specified
that the system's printed circuit boards bear the legend "MFG by Custom Manufacturing and Engineering, Inc.,
for Midway Services, Inc." After Midway terminated the contract and hired other manufacturers, approximately
6,000 to 7,000 replacement circuit boards retained the legend, although the boards were enclosed in opaque
plastic housings and installed in attics, roofs, or exterior walls. Custom sued, alleging that the retained trade

name was likely to confuse consumers about the boards' origin.

PROCEDURAL HISTORY

Custom sued Midway and related defendants in the Middle District of Florida after discovering that circuit

boards used in Midway's water-meter-reading system retained a legend containing Custom's trade name. The



district court granted summary judgment to defendants on Custom's Lanham Act and FDUTPA claims, granted
summary judgment on the tortious-interference claim, imposed Rule 11 sanctions on Custom's counsel, and
denied a motion to compel. Custom timely appealed only the judgments on Counts 1 and 2 and the discovery

ruling. The Eleventh Circuit affirmed in all respects.
DISPOSITION

affirmed
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