UNITED STATES COURT OF APPEALS FOR THE NINTH CIRCUIT

Marketquest Group, Inc. v. BIC Corp.

862 F.3d 927 (9th Cir. 2017) - No. 15-55755 - Decided July 7, 2017

SUMMARY

The Ninth Circuit reversed summary judgment for the defendants in a trademark infringement action

involving the marks “All-in-One” and “The Write Choice.” The court held that reverse confusion is a

theory of likely confusion rather than a separately pleaded claim, and that the intent inquiry varies

according to the confusion theory. It also held that genuine issues of material fact remained regarding

the defendants’ fair use defense and
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Marketquest appealed the Southern District of California's grant of
summary judgment to the defendants on Marketquest's trademark-
infringement claims involving the marks "All-in-One" and "The Write

Choice."

De novo review of summary judgment; the evidence is viewed in the
light most favorable to Marketquest, with review of whether genuine
issues of material fact exist and whether the district court correctly

applied the substantive law.
Published Ninth Circuit opinion; precedential.

Marketquest Group, Inc., dba All-In-One v. BIC Corp., BIC USA, Inc.,
Norwood Promotional Products, LLC, aka Norwood Operating

Company, LL.C, dba Norwood Promotional Products
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QUESTIONS PRESENTED

1. Whether Marketquest adequately pleaded a trademark-infringement claim under a reverse-confusion

theory despite not specifically using the term "reverse confusion" in its complaint.

2. Whether the intent factor in the likelihood-of-confusion analysis requires a particular type of evidence in

a forward- or reverse-confusion case.

3. Whether summary judgment was proper on defendants' classic fair-use defense concerning the "All-in-

One" mark.

4. Whether the district court could apply the fair-use defense to "The Write Choice" after finding no

evidence of likely confusion.

HOLDINGS

1. Reverse confusion is not a separate trademark-infringement claim requiring specific pleading; it is a
theory of likely confusion that may be alleged alone or together with forward confusion. When reverse

confusion is compatible with the infringement theory alleged, the plaintiff need not specifically plead it.

2. No particular type of evidence is required to establish intent in a trademark-infringement case under
either a forward- or reverse-confusion theory. The relevance and importance of intent vary with the type

of confusion and the circumstances of the case.

3. Summary judgment was improper on defendants' classic fair-use defense because genuine issues of
material fact existed concerning whether defendants used "All-in-One" as a trademark, whether the use
was descriptive, and whether it was in good faith. The degree of customer confusion may also be

considered in evaluating whether the use was objectively fair.

4. The district court erred by applying the fair-use defense to "The Write Choice" after finding no evidence
of actual or potential confusion and failing to conduct a likelihood-of-confusion analysis. The fair-use
defense comes into play only after the plaintiff establishes likely confusion by a preponderance of the

evidence.

KEY QUOTATIONS

“We now hold that reverse confusion is not a separate claim that must be specifically pleaded, but instead is a

theory of likely confusion that may be alleged by itself or in addition to forward confusion.” (at 934)

“However, no one type of evidence is required to establish intent in trademark infringement cases under

either a forward or reverse theory of confusion.” (at 937)

“A defendant must show that its use is (1) other than as a trademark, (2) descriptive of the defendant’s goods,
and (3) in good faith.” (at 939)

“The fair use defense only comes into play once the party alleging infringement has shown by a

preponderance of the evidence that confusion is likely.” (at 945)



FACTUAL BACKGROUND

Marketquest sold promotional products and had used its registered marks "All-in-One" and "The Write Choice"
since 1999 and 2000. After BIC acquired Norwood, Norwood published a 2011 promotional-products catalogue
using "All-in-One," and BIC used "The WRITE Pen Choice for 30 Years" in advertising and packaging for its
pens. Marketquest alleged that these uses infringed its marks, while defendants asserted the classic fair-use
defense.

PROCEDURAL HISTORY

Marketquest filed its operative First Amended Complaint in 2011. The district court denied a preliminary
injunction concerning "All-in-One," later granted defendants' cross-motion for summary judgment, and held that

fair use completely protected defendants' uses of both marks. The Ninth Circuit reversed and remanded.

DISPOSITION

reversed_and_remanded

REMAND INSTRUCTIONS

The district court must conduct further proceedings consistent with the opinion, including reconsideration of the
fair-use defense as to "All-in-One" and consideration of Marketquest's trademark-infringement claim concerning

"The Write Choice" after addressing likelihood of confusion.
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