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SUMMARY

The Federal Circuit held that an appeal from an ITC exclusion order became moot after the patent
expired, dismissing that portion and vacating the ITC's decision due to the lack of collateral
consequences or claim preclusive effect in co-pending district court litigation. The court affirmed the
ITC's finding that the asserted claims of the remaining patent were not obvious, as the accused
infringer failed to show that the prior art combination taught reading MICR data regardless of the
check’s facing position. Additionally, the court upheld the ITC's determination that the domestic
industry requirement was satisfied, ruling that past multi-million-dollar R&D investments may support
the economic prong when connected to ongoing qualifying expenditures, and rejecting a bright-line

temporal limit on such investments.
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QUESTIONS PRESENTED
1. Whether the appeal as to the '616 patent is moot due to patent expiration.

2. Whether the ITC erred in finding that Hyosung failed to show the '631 patent claims were invalid as

obvious.

3. Whether the ITC erred in finding that the domestic industry requirement was satisfied for the '631
patent.

HOLDINGS
1. The appeal as to the '616 patent is moot because the patent expired and there is no evidence of past

violations or plausible future enforcement.

2. Substantial evidence supports the ITC's conclusion that the prior art combination did not satisfy the

'regardless of facing position' limitation, and Hyosung failed to show obviousness.

3. The ITC did not err; past R&D investments connected to ongoing expenses can satisfy the economic

prong, and substantial evidence supports the finding.

KEY QUOTATIONS

“We review the ITC’s factual findings for substantial evidence and legal conclusions de novo.” (926 F.3d at
1356)

“Because the ’616 patent has expired, the ITC’s limited exclusionary order and cease and desist orders as to

that patent have no further prospective effect.” (926 F.3d at 1358)

“Hyosung has failed to show that the alleged prior art combination satisfied the limitation of reading a
check’s MICR line information 'regardless of the facing position of the check."” (926 F.3d at 1362)

“There is nothing in the statutory language that supports Hyosung’s bright line rule for rejecting research

expenditures that are made more than five years earlier.” (926 F.3d at 1364)

FACTUAL BACKGROUND

Hyosung and Diebold are both in the ATM market. Diebold owns patents directed to ATMs, including the '616
patent (related to a rollout tray for servicing) and the '631 patent (related to a method for reading MICR data on
checks regardless of orientation). Diebold filed a complaint with the ITC, which initiated an investigation and
concluded that Hyosung's imported ATMs infringed the patents. The ITC issued a limited exclusion order and
cease and desist orders. Hyosung redesigned its products to avoid infringing the '616 patent, and Customs ruled

the redesigned products did not infringe.

PROCEDURAL HISTORY



Diebold filed a complaint with the ITC alleging patent infringement; the ITC initiated an investigation, found
infringement, and issued a limited exclusion order and cease and desist orders; Hyosung redesigned its products
and sought a Customs ruling; Hyosung appealed the ITC's decision.

DISPOSITION

affirmed in part, vacated in part, dismissed in part, and remanded

REMAND INSTRUCTIONS

As to the '616 patent, vacate the ITC's decision and remand with instructions to amend the cease and desist

orders and the limited exclusion order so that the orders are inapplicable to importation of products alleged to
infringe the '616 patent.
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