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SUMMARY

The United States Court of Appeals for the Federal Circuit affirmed six Patent Trial and Appeal Board
decisions finding claims in three WesternGeco patents unpatentable in inter partes review proceedings.
The court held that substantial evidence supported the Board’s anticipation and obviousness
determinations and that the proceedings were not barred under 35 U.S.C. § 315(b). The court also
addressed the common-law meaning of privity and concluded that ION and PGS were not privies for
purposes of the statutory time bar.
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DISPOSITION affirmed

PROCEDURAL POSTURE Appeal from six final written decisions of the Patent Trial and Appeal
Board in inter partes review proceedings involving three WesternGeco
patents.

STANDARD OF REVIEW The court reviewed the Board's decisions under the Administrative
Procedure Act; legal conclusions de novo and underlying factual
findings for substantial evidence. The ultimate obviousness
determination was reviewed de novo, underlying factual findings for
substantial evidence, claim construction based on intrinsic evidence de
novo, and denial of additional discovery for abuse of discretion.
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QUESTIONS PRESENTED

1. Whether the inter partes review petitions were barred under 35 U.S.C. § 315(b) because ION was a privy
or real party in interest of PGS.

2. Whether the Board abused its discretion by denying WesternGeco additional discovery concerning the
alleged privity relationship.

3. Whether the Board properly construed the claim term "predicting positions" in the '607 Patent.

4. Whether the Board properly construed the term "control mode" in the '520 Patent and correctly found
the feather-angle claims obvious over Workman.

5. Whether the Board properly construed "global control system" in the '967 Patent and correctly found the
challenged claims anticipated or obvious over the '636 PCT.

6. Whether the Board properly evaluated WesternGeco's objective evidence of nonobviousness.

HOLDINGS

1. ION and PGS were not privies within the meaning of § 315(b). Privity is a flexible, fact-dependent
inquiry informed by common-law preclusion principles and bounded by due process; control is relevant
but is not the exclusive test.

2. The IPR petitions were not barred by the one-year time limitation in 35 U.S.C. § 315(b).

3. The Board did not abuse its discretion in denying WesternGeco's request for additional discovery.

4. The term "predicting positions" means "estimating the actual locations" of streamer positioning devices
and does not require use of behavior-predictive model-based control logic.

5. The Board correctly construed "control mode" to mean "operational state" and properly declined to add
requirements that the mode be goal-oriented and automatic.

6. The Board correctly found claims directed to the feather-angle mode obvious over Workman.

7. The Board properly construed "global control system" as "a control system capable of overseeing and
affecting the array of streamers and streamer positioning devices" and correctly found the challenged
claims anticipated or, alternatively, obvious over the '636 PCT.

8. The Board properly found that WesternGeco failed to establish a sufficient nexus between the claimed
inventions and its objective evidence of nonobviousness, and that the evidence would not overcome the



strong showing of obviousness in any event.

KEY QUOTATIONS

“But, importantly, the reach of privity cannot extend beyond the limits of due process.” (at 1316)

“As a general proposition, we agree with the Board that a common desire among multiple parties to see a
patent invalidated, without more, does not establish privity.” (at 1318)

“The Board properly held that ION is not a real party in interest or privy of PGS.” (at 1322)

FACTUAL BACKGROUND

WesternGeco owned patents directed to controlling the movement and positioning of marine seismic streamers
towed behind a vessel. WesternGeco sued ION for infringement, obtained a favorable jury verdict, and later sued
PGS for related infringement. PGS responded by filing six inter partes review petitions challenging claims of
three WesternGeco patents, and ION sought to join the first three proceedings. The Board found the challenged
claims unpatentable as anticipated or obvious and rejected WesternGeco's contention that the proceedings were
barred because ION was a privy or real party in interest of PGS.

PROCEDURAL HISTORY

Petroleum Geo-Services, Inc. filed six petitions for inter partes review challenging claims of WesternGeco's
patents. The Board instituted review, permitted ION to join the first round with spectator status, rejected
WesternGeco's 35 U.S.C. § 315(b) time-bar arguments, and held the challenged claims unpatentable as
anticipated or obvious. WesternGeco appealed; PGS later settled and withdrew, while ION continued as
appellee. The Federal Circuit affirmed.

DISPOSITION

affirmed
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