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SUMMARY

The United States Court of Appeals for the Federal Circuit affirmed the Patent Trial and Appeal
Board's decision in an inter partes review finding claims of U.S. Patent No. 9,790,779 unpatentable as
anticipated and/or obvious. The court held that the Board did not improperly define a person of
ordinary skill in the art by recognizing access to experts and that any perceived error did not affect the
outcome. The court further concluded that substantial evidence supported the Board's obviousness
determination.

CASE DETAILS

COURT United States Court of Appeals for the Federal Circuit

WRITING FOR THE COURT Reyna, Circuit Judge; Dyk, Circuit Judge; Taranto, Circuit Judge

JURISDICTION Federal

DECIDED April 1, 2021

DOCKET 2020-1484

DISPOSITION affirmed

PROCEDURAL POSTURE Appeal from the Patent Trial and Appeal Board's final written decision
in an inter partes review finding all challenged claims of U.S. Patent
No. 9,790,779 unpatentable as anticipated and/or obvious.

STANDARD OF REVIEW The court reviews the Board's legal conclusions de novo and its factual
findings for substantial evidence. The level of ordinary skill in the art
is a factual issue reviewed for substantial evidence, but reversal is
warranted when the POSA standard is legally incorrect and results in
incorrect invalidity findings.
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QUESTIONS PRESENTED

1. Whether the Board legally erred by defining a person of ordinary skill in the art as having access to or
the ability to consult with other experts.

2. Whether substantial evidence supported the Board's patentability determinations, including its reliance
on the challenged patent's specification to identify conventional matter and its obviousness findings
based on Barnhart and Gilbert.

HOLDINGS

1. The Board did not commit reversible error in adopting or applying a POSA definition that contemplated
access to an expert. Any perceived error did not result in incorrect unpatentability findings because
McCoy identified no instance in which expert-level knowledge was applied and led to an erroneous
conclusion.

2. Substantial evidence supported the Board's determination that the challenged claims were unpatentable,
including the obviousness determination based on Barnhart in view of Gilbert.

KEY QUOTATIONS

“In each case, the definition of POSA must be tailored to practice in the art.” (6)

“We therefore conclude that any perceived error in the Board’s definition did not result in incorrect
unpatentability findings, and we affirm the Board’s decision in that regard.” (7)

FACTUAL BACKGROUND

The challenged patent claims systems and methods for oil and gas wells using a pump hydraulically coupled to a
gas separator and a specifically sized tailpipe. The Board adopted a definition of a person of ordinary skill in the
art that included access to experts, and relied in part on the patent specification's characterization of certain
pump components as conventional. The Board found the claims anticipated by Barnhart and obvious over
Barnhart in view of Gilbert, including findings concerning tailpipe diameter and pressure gradients.

PROCEDURAL HISTORY

Heal Systems petitioned the Patent Trial and Appeal Board for inter partes review of McCoy's U.S. Patent No.
9,790,779. The Board issued a final written decision on December 30, 2019, finding all challenged claims
unpatentable as anticipated and/or obvious. McCoy appealed to the Federal Circuit, which affirmed.

DISPOSITION
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