UNITED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF

WISCONSIN

Lumino, Inc. v. Lumi Importing Ltd.

No. 24-cv-189-wmc (W.D. Wis. Dec. 19, 2025) - No. 24-cv-189-wmc - Decided December 19, 2025

SUMMARY

The United States District Court for the Western District of Wisconsin addresses multiple motions in a

trademark infringement and deceptive trade practices action between Lumino, Inc. and Lumi

Importing Ltd. The court partially grants and denies Lumino’s motion to dismiss Lumi’s

counterclaims, allowing fraud-based cancellation claims to proceed while dismissing certain claims

barred by trademark incontestability provisions. The court denies the parties’ motions for partial

summary judgment and resolves additional motions concerning supplementation of the record, trial

bifurcation, expert disclosures, and continuance of trial.
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The court decided multiple pretrial motions in a trademark
infringement and deceptive trade practices action, including a Rule
12(b)(6) motion directed to counterclaims, cross-motions for partial
summary judgment, a motion to supplement proposed facts, a motion
to bifurcate trial and defer damages-expert disclosures, and a motion to

continue trial.

Rule 12(b)(6) plausibility standard; Rule 9(b) particularity standard for
fraud allegations; Rule 56 summary-judgment standard requiring no
genuine dispute of material fact and entitlement to judgment as a
matter of law; likelihood of confusion ordinarily presents a fact

question evaluated under the Seventh Circuit's multi-factor test.
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QUESTIONS PRESENTED

1.

Whether Lumi's counterclaims seeking cancellation of Lumino's registrations for lack of bona fide use,

nonuse, and fraud were adequately pleaded.

. Whether Lumino was entitled to summary judgment on its claim that Lumi's registration was illegally

assigned in violation of the Lanham Act's anti-trafficking provision.

. Whether Lumi was entitled to summary judgment on Lumino's federal and common-law infringement

and unfair-competition claims based on the absence of a likelihood of confusion.

. Whether Lumi should be permitted to supplement its proposed findings of fact with late-produced

survey evidence and an expert report.

. Whether the trial should be bifurcated and damages-expert disclosures deferred.

. Whether the trial and remaining deadlines should be continued.

HOLDINGS

1.

Counterclaims I and V were barred by the incontestability provisions of 15 U.S.C. § 1065 because they
did not fit within an applicable statutory exception, and Lumino's motion to dismiss those counterclaims

was granted.

. Counterclaims III and VI were permitted to proceed because 15 U.S.C. § 1064(6) allows cancellation at

any time after the applicable period when a registered mark has never been used in commerce for some

or all of the identified goods.

. Counterclaims IV and VII adequately pleaded fraud because Lumi alleged with sufficient particularity

that Lumino knowingly and intentionally misrepresented use of the LUMINO mark in its applications

and declarations of use and incontestability.

. Lumino was not entitled to summary judgment because conflicting recorded assignments created a

factual ambiguity about whether the LUMI mark was assigned in May 2020, before the statement of use,

or in November 2023, after the statement of use.

. Lumi was not entitled to summary judgment because a reasonable jury could find a likelihood of

confusion between the LUMI and LUMINO marks when considering the marks, overlapping products,

shared retail channels, actual-confusion evidence, and related factors as a whole.

. The court denied Lumi's request to defer damages-expert disclosures because the requested delay would

unfairly benefit Lumi and jeopardize existing trial deadlines.

KEY QUOTATIONS



“To survive a motion to dismiss under Rule 12(b)(6), a plaintiff must allege “sufficient factual matter,

accepted as true, to state a claim to relief that is plausible on its face.”” (Section I)

“In considering all of these factors and relative strengths, the court concludes that a reasonable jury could

find for either party on the risk of confusion.” (Section I11.B)

FACTUAL BACKGROUND

Lumino owns the LUMINO mark and registrations covering drapery hardware and window coverings, while
Lumi owns the LUMI mark and sells overlapping home-furnishing and window-treatment products. The parties
market products through overlapping retailers and online channels, including Amazon, Wayfair, and Walmart,
and their products are offered at similar price points to similar consumers. Lumino presented evidence of several
mistaken customer or retailer contacts, while the parties disputed the strength of the LUMINO mark, the
significance of their differing logos, and Lumi's intent. Lumi's cancellation counterclaims also alleged that
Lumino misrepresented use of the LUMINO mark in its trademark applications and later declarations of use and
incontestability.

PROCEDURAL HISTORY

Lumino sued Lumi for trademark infringement and related claims involving the LUMINO and LUMI marks.
Lumi previously moved to dismiss for lack of personal jurisdiction or to transfer venue; that motion was denied,
after which Lumi answered and asserted seven counterclaims. The court granted in part and denied in part
Lumino's motion to dismiss the counterclaims, denied both parties' motions for partial summary judgment,
denied Lumi's motion to supplement the record, granted in part and denied in part Lumi's motion to bifurcate and

defer expert disclosure, and denied Lumi's motion to continue trial.
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