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SUMMARY

The Supreme Court held that a decision of the Trademark Trial and Appeal Board may have issue-

preclusive effect in subsequent trademark infringement litigation when the ordinary elements of issue

preclusion are satisfied. The Court rejected categorical rules based on differences between TTAB and

district-court procedures, likelihood-of-confusion factors, or burdens of persuasion. It reversed the

Eighth Circuit’s judgment and remanded for further proceedings.
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B&B Hardware appealed from a federal district court judgment
rejecting the preclusive effect of a Trademark Trial and Appeal Board
decision and a jury verdict finding no likelihood of confusion. The

Eighth Circuit affirmed, and the Supreme Court granted certiorari.

The Supreme Court reviewed the legal availability and applicability of

issue preclusion de novo.
U.S. Supreme Court precedent

B&B Hardware, Inc. v. Hargis Industries, Inc., dba Sealtite Building

Fasteners, dba East Texas Fasteners, et al.
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QUESTIONS PRESENTED

1.

2.
3.

4.

5.

Whether an agency decision, including a TTAB decision, can have issue-preclusive effect in a later

federal court action.
Whether the Lanham Act precludes giving a TTAB decision preclusive effect.

Whether TTAB registration proceedings and federal trademark infringement litigation apply the same

likelihood-of-confusion standard.
Whether differences between TTAB and district-court procedures categorically prevent issue preclusion.

Whether the TTAB decision could have preclusive effect when the usages adjudicated by the TTAB
were materially the same as those before the district court.

HOLDINGS

1.

4.

An agency decision can have issue-preclusive effect when the agency acts in a judicial capacity, resolves
a disputed issue properly before it, and the ordinary elements and exceptions of issue preclusion are

satisfied.

. The Lanham Act does not categorically bar giving preclusive effect to TTAB decisions when the

ordinary elements of issue preclusion are met.

. The same likelihood-of-confusion standard applies to trademark registration and infringement, even

though the proceedings may use different but not fundamentally different factors.

Issue preclusion applies when the usages adjudicated by the TTAB are materially the same as the usages

before the district court, provided the ordinary elements of issue preclusion are otherwise satisfied.

. Differences between TTAB and district-court procedures do not categorically defeat issue preclusion;

the relevant inquiry is whether the prior procedures were fundamentally poor, cursory, or unfair.

KEY QUOTATIONS

“We therefore reverse the judgment of the Eighth Circuit and remand for further proceedings.” (575 U.S. at
146)

“Here, however, the same likelihood-of-confusion standard applies to both registration and infringement.”
(575 U.S. at 157)

“So long as the other ordinary elements of issue preclusion are met, when the usages adjudicated by the TTAB

are materially the same as those before the district court, issue preclusion should apply.” (575 U.S. at 162)

FACTUAL BACKGROUND

B&B Hardware owned the SEALTIGHT trademark for metal fasteners used in the aerospace industry. Hargis

sought to register SEALTITE for metal screws used in construction, and B&B opposed registration, arguing that

the marks were confusingly similar. The TTAB found a likelihood of confusion based principally on the



similarity of the marks and goods, while the parallel federal infringement action resulted in a jury finding no

likelihood of confusion.

PROCEDURAL HISTORY

Hargis applied to register SEALTITE under the Lanham Act, and B&B opposed registration based on its
SEALTIGHT mark. The TTAB sustained B&B's opposition after finding a likelihood of confusion. Hargis did
not seek judicial review of the TTAB decision. In parallel infringement litigation, the district court declined to
give the TTAB decision preclusive effect, and a jury found no likelihood of confusion. The Eighth Circuit
affirmed, holding that issue preclusion was unwarranted because the TTAB and court used different factors, the
TTAB emphasized appearance and sound, and the burdens of persuasion differed. The Supreme Court reversed
and remanded.

DISPOSITION

reversed_and_remanded

REMAND INSTRUCTIONS

The Eighth Circuit was instructed to apply the rule that, so long as the ordinary elements of issue preclusion are
met, a TTAB decision should receive preclusive effect when the usages adjudicated by the TTAB are materially
the same as those before the district court.
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