UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT

Hawk Technology Systems, LL.C v. Castle Retail, LL.C

No. 2022-1222, United States Court of Appeals for the Federal Circuit (February 17, 2023)

SUMMARY

The Federal Circuit affirmed dismissal of a patent infringement complaint under Rule 12(b)(6) for
subject-matter ineligibility, holding that the asserted claims of U.S. Patent No. 10,499,091 were
directed to the abstract idea of storing and displaying video and lacked an inventive concept because
they recited only generic computer components and conventional technology. The court also held that
the district court's failure to formally convert the motion to one for summary judgment after
considering extraneous materials was harmless error, as the dismissal could be justified without
reference to those materials. This case reinforces that patent claims directed to result-oriented data
manipulation using off-the-shelf hardware fail both steps of the *Alice* test for eligibility under 35
U.S.C. § 101.
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QUESTIONS PRESENTED

1. Whether the claims of U.S. Patent No. 10,499,091 are directed to patent-ineligible subject matter under
35 U.S.C. § 101.

2. Whether the district court erred in failing to convert the Rule 12(b)(6) motion to a motion for summary

judgment under Rule 12(d) when it considered matters outside the pleadings.

HOLDINGS

1. The claims are patent ineligible because they are directed to an abstract idea (storing and displaying

video) and lack an inventive concept that transforms the abstract idea into patent-eligible subject matter.

2. The district court's error in not converting the motion was harmless because the court's decision did not

hinge on the extraneous materials and can be justified without reference to them.

KEY QUOTATIONS

“1. A method of viewing, on a remote viewing device of a video surveillance system, multiple simultaneously
displayed and stored video images, comprising the steps of: receiving video images at a personal computer
based system from a plurality of video sources, wherein each of the plurality of video sources comprises a
camera of the video surveillance system; digitizing any of the images not already in digital form using an
analog-to-digital converter; displaying one or more of the digitized images in separate windows on a
personal computer based display device, using a first set of temporal and spatial parameters associated with
each image in each window; converting one or more of the video source images into a selected video format
in a particular resolution, using a second set of temporal and spatial parameters associated with each image;
contemporaneously storing at least a subset of the converted images in a storage device in a network
environment; providing a communications link to allow an external viewing device to access the storage
device; receiving, from a remote viewing device remoted located remotely from the video surveillance system,
a request to receive one or more specific streams of the video images; transmitting, either directly from one or
more of the plurality of video sources or from the storage device over the communication link to the remote
viewing device, and in the selected video format in the particular resolution, the selected video format being a
progressive video format which has a frame rate of less than substantially 24 frames per second using a third
set of temporal and spatial parameters associated with each image, a version or versions of one or more of
the video images to the remote viewing device, wherein the communication link traverses an external
broadband connection between the remote computing device and the network environment; and displaying

only the one or more requested specific streams of the video images on the remote computing device.” (4-5)

“The claims are directed to a method of receiving, displaying, converting, storing, and transmitting digital
video 'using result-based functional language.'” (11)

“We hold that the 091 patent is patent ineligible because its claims are directed to an abstract idea and fail

to transform that abstract idea into patent-eligible subject matter.” (15)

FACTUAL BACKGROUND



The '091 patent relates to a method of viewing multiple simultaneously displayed and stored video images on a
remote viewing device of a video surveillance system. Claim 1 recites steps including receiving video images
from cameras, digitizing, displaying in separate windows, converting to a selected video format, storing,
providing a communications link, receiving a request for specific streams, transmitting, and displaying. The
patent specification describes using existing broadband infrastructure and generic PC-based servers. The district
court found the claims directed to the abstract idea of storing and displaying video and lacking an inventive

concept.

PROCEDURAL HISTORY

Hawk sued Castle Retail for patent infringement. Castle Retail moved to dismiss under Rule 12(b)(6), arguing
the patent claims were invalid under § 101 as directed to an abstract idea. The district court granted the motion,

finding the claims directed to an abstract idea and lacking an inventive concept. Hawk appealed.
DISPOSITION

affirmed
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