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SUMMARY

The Supreme Court held that whether two trademarks may be tacked for purposes of determining
priority is generally a question for the jury when a jury trial is requested and the facts do not warrant
summary judgment or judgment as a matter of law. The Court affirmed the Ninth Circuit, explaining
that tacking involves a fact-intensive inquiry into whether the marks create the same continuing
commercial impression from the perspective of an ordinary consumer.
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PROCEDURAL POSTURE Hana Financial sued Hana Bank for trademark infringement. After the
Ninth Circuit reversed summary judgment for Hana Bank because
genuine issues of material fact existed as to priority, the infringement
claim was tried to a jury. The jury found for Hana Bank, the district
court denied Hana Financial's motion for judgment as a matter of law,
and the Ninth Circuit affirmed. The Supreme Court granted certiorari
to decide whether trademark tacking is determined by a judge or jury.

STANDARD OF REVIEW The Court reviewed the legal allocation of the trademark-tacking
determination between judge and jury; it also recognized that a judge
may resolve tacking on summary judgment or judgment as a matter of
law when the facts warrant it.
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QUESTIONS PRESENTED

1. Whether the question whether two trademarks may be tacked for purposes of determining priority is for
a judge or a jury when a jury trial has been requested and the facts do not warrant summary judgment or
judgment as a matter of law.

HOLDINGS

1. When a jury trial has been requested and the facts do not warrant summary judgment or judgment as a
matter of law, whether two marks may be tacked for purposes of determining trademark priority must be
decided by a jury.

KEY QUOTATIONS

“Because the tacking inquiry operates from the perspective of an ordinary purchaser or consumer, we hold
that a jury should make this determination.” (at 4)

“We hold only that, when a jury trial has been requested and when the facts do not warrant entry of summary
judgment or judgment as a matter of law, the question whether tacking is warranted must be decided by a
jury.” (at 8)

FACTUAL BACKGROUND

Hana Bank used variations of the Hana name and related marks in connection with financial services, including
advertising in the United States beginning in 1994 and operating a United States bank under the name Hana
Bank beginning in 2002. Hana Financial began using its name and associated trademark in 1995 and obtained a
federal registration for a pyramid logo bearing the name Hana Financial in 1996. After Hana Financial sued for
infringement, Hana Bank invoked the tacking doctrine to claim priority based on its earlier use of related marks.

PROCEDURAL HISTORY

The district court initially granted summary judgment to Hana Bank on the infringement claim. The Ninth
Circuit reversed and remanded based on genuine issues of material fact concerning priority. After a jury verdict
for Hana Bank and denial of judgment as a matter of law, the Ninth Circuit affirmed, holding that tacking is a
fact-sensitive inquiry reserved for the jury. The Supreme Court affirmed the Ninth Circuit.

DISPOSITION

affirmed
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