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Desktop Alert, Inc. v. Alertus Technologies, LLC
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SUMMARY

The United States District Court for the District of Maryland denied Alertus Technologies, LLC’s
motion for attorneys’ fees under 35 U.S.C. § 285 in a patent infringement action brought by Desktop
Alert, Inc. The court concluded that Desktop Alert’s infringement claims were not objectively
unreasonable or frivolous and that it litigated the case reasonably and in good faith. The court also
found that Desktop Alert promptly dismissed the action after discovery undermined its claims.
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DISPOSITION denied

PROCEDURAL POSTURE After the plaintiff voluntarily dismissed its patent-infringement action,
the defendant moved for attorneys' fees, expenses, and costs under 35
U.S.C. § 285. The district court denied the motion and ordered the
Clerk to close the case.

STANDARD OF REVIEW The court applied the discretionary, totality-of-the-circumstances
standard under 35 U.S.C. § 285, considering the substantive strength
of the litigating position and the reasonableness of the manner in
which the case was litigated.

PRECEDENTIAL VALUE Unpublished district court memorandum order; persuasive rather than
binding outside the case.
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QUESTIONS PRESENTED

1. Whether the patent-infringement action was an exceptional case under 35 U.S.C. § 285 warranting an
award of attorneys' fees, expenses, and costs to Alertus.

2. Whether Desktop Alert's pre-suit investigation and litigation conduct were objectively unreasonable,
frivolous, or undertaken in bad faith.

HOLDINGS

1. The action was not exceptional because Desktop Alert's infringement position was not objectively
unreasonable or frivolous and its manner of litigating the case was not exceptionally unreasonable.

2. Desktop Alert's pre-suit investigation and allegations were not unreasonable because they were based on
available evidence and plausible inferences about technology that was primarily within Alertus's control.

KEY QUOTATIONS

“An “exceptional” case is “one that stands out from others with respect to the substantive strength of a
party’s litigating position (considering both the governing law and the facts of the case) or the unreasonable
manner in which the case was litigated.”” (II)

“Based on an analysis of what information was available to Desktop Alert at the time it filed suit, the patent
infringement claims set forth in the Amended Complaint are neither objectively unreasonable nor frivolous.”
(III)

“Once Desktop Alert obtained evidence in discovery that revealed the weakness of its infringement claims, it
promptly took steps to dismiss the suit.” (III)

FACTUAL BACKGROUND

The parties competed in the electronic emergency-notification-services field, and Alertus had previously
obtained access to Desktop Alert's code and techniques. Desktop Alert brought a patent-infringement action
based on Alertus's marketing statements, testimony from Alertus's former chief technology officer, and other
information suggesting that Alertus's product used technology covered by Desktop Alert's patent. After Alertus
disputed the allegations and eventually produced its source code for protected expert review, Desktop Alert
concluded that its infringement claims were not viable and promptly voluntarily dismissed the action.

PROCEDURAL HISTORY

Desktop Alert filed a patent-infringement action against Alertus. The court denied Alertus's motion to dismiss,
which challenged the validity and patent eligibility of the asserted patent. After discovery and an expert review
of Alertus's source code revealed that the infringement claims were not viable, Desktop Alert voluntarily
dismissed the action. Alertus then sought at least $350,334 in attorneys' fees and approximately $4,350 in costs
under § 285.
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