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SUMMARY

The United States District Court for the Eastern District of California denied both parties’ cross-
motions for summary judgment in a trademark dispute concerning the IDHAYAM mark for sesame
oil. The court rejected the defendant’s laches defense, finding no unreasonable delay for most claims
and no demonstrated prejudice, but also concluded that the plaintiff had not clearly established priority
of use, precluding summary judgment on claims involving fraud in procurement, trademark
infringement, and unfair competition.
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PROCEDURAL POSTURE Plaintiff moved for partial summary judgment on claims for fraud in
the procurement, trademark infringement, and unfair competition.
Defendant cross-moved for summary judgment based on laches. The
district court denied both motions.

STANDARD OF REVIEW Summary judgment is appropriate when the evidence shows no
genuine dispute of material fact and the moving party is entitled to
judgment as a matter of law. The court must view the evidence and
draw reasonable inferences in favor of the nonmoving party, while
credibility determinations, weighing evidence, and drawing legitimate
inferences remain jury functions.
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QUESTIONS PRESENTED

1. Whether Defendant established laches sufficient to obtain summary judgment on Plaintiff's claims.

2. Whether Plaintiff's claims for trademark infringement and unfair competition were subject to a four-year
analogous California limitations period for laches purposes.

3. Whether Plaintiff established priority of use and ownership of the IDHAYAM mark sufficiently to obtain
summary judgment on its trademark infringement and unfair competition claims.

4. Whether Plaintiff established the elements of fraud in the procurement of Defendant's trademark
registration sufficiently to obtain summary judgment.

5. Whether Plaintiff's Indian trademark rights and Defendant's importation of sesame oil from India
established that Defendant lacked a bona fide intent to use the mark or committed fraud in procuring its
United States registration.

HOLDINGS

1. Defendant was not entitled to summary judgment on laches because, although Plaintiff's fraud claim was
arguably delayed beyond the analogous limitations period, Defendant failed to establish prejudice
caused by Plaintiff's delay.

2. The filing of Defendant's intent-to-use application alone did not establish the date on which Plaintiff
should have known of Defendant's use in commerce; the operative constructive-knowledge date was
August 2, 2011, when Defendant's federal registration issued after its statement of use.

3. Plaintiff was not entitled to summary judgment on its trademark infringement and unfair competition
claims because it failed to establish priority of use and ownership of the IDHAYAM mark in the United
States.

4. Plaintiff was not entitled to summary judgment on its fraud-in-the-procurement claim because the
evidence did not establish that Defendant knowingly made a false material representation concerning a
clearly established superior United States trademark right.

5. Plaintiff's reliance on 15 U.S.C. § 1124 and the TRIPS treaty did not establish that Defendant lacked a
bona fide intent to use the IDHAYAM mark or that Plaintiff's unregistered Indian trademark rights
controlled in the United States.

KEY QUOTATIONS

“In short, there is insufficient evidence Gandhi made any knowing misrepresentation of material fact when
prosecuting the trademark application for IDHAYAM.”



“Under the applicable four-year statute of limitations, these claims were timely, as they were brought on
December 23, 2014, within four years of when the 654 Registration was issued on August 2, 2011.”

“To acquire ownership of a trademark it is not enough to have invented the mark first or even to have
registered it first; the party claiming ownership must have been the first to actually use the mark in the sale of
goods or services.”

FACTUAL BACKGROUND

Both parties sell sesame oil in the United States under the IDHAYAM mark. Defendant began selling under the
mark in January 2008, filed an intent-to-use application in 2009, and obtained federal Registration No. 4,006,654
in 2011. Plaintiff claimed priority through its Indian company and predecessor's alleged United States sales, but
the record disputed whether United States trademark rights and associated goodwill were assigned from the
predecessor to Plaintiff. Plaintiff opposed Defendant's application in 2009 but abandoned the opposition, then
filed this action in December 2014.

PROCEDURAL HISTORY

Plaintiff filed suit in 2014 concerning Defendant's IDHAYAM trademark registration and asserted federal and
state trademark-related claims. Claims concerning two other Defendant registrations were dismissed with
prejudice, and the parties stipulated to dismissal of dilution claims. After discovery, Plaintiff moved for partial
summary judgment and Defendant cross-moved for summary judgment on laches; the court held a hearing and
denied both motions because Plaintiff had not established priority of use and Defendant had not shown the
elements necessary for laches.
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