
UNITED STATES DISTRICT COURT FOR THE DISTRICT OF COLUMBIA

Compagnie de Saint-Gobain v. Commissioner of Patents
251 F. Supp. 439 (D.D.C. 1966) · Decided February 16, 1966

SUMMARY

The court considered a civil action under 35 U.S.C. § 145 seeking authorization to issue a patent for a
panfocal lens invention. It held that the claimed subject matter would have been obvious under 35
U.S.C. § 103, particularly in light of the Jeffree French patent, while finding the specification and
claims sufficient under § 112. The complaint was dismissed.

CASE DETAILS

COURT United States District Court for the District of Columbia

WRITING FOR THE COURT Jackson

JURISDICTION USA

DECIDED February 16, 1966

DISPOSITION dismissed

PROCEDURAL POSTURE Civil action under 35 U.S.C. § 145 seeking a judicial determination
that the assignee of Guy Bach's patent application was entitled to
receive a patent after the Patent Office rejected the application for
obviousness, insufficient specification disclosure, and indefiniteness.

STANDARD OF REVIEW The district court independently determined the legal questions of
specification sufficiency and claim definiteness and was not bound by
the opinions of experts, the Patent Office examiner, or the Board of
Appeals.

PRECEDENTIAL VALUE Published federal district court opinion

PARTIES Compagnie de Saint-Gobain v. Commissioner of Patents

TOPICS

obviousness patent law patent prosecution administrative law intellectual property

PRACTICE AREAS

patent law patent prosecution administrative law intellectual property



QUESTIONS PRESENTED

1. Whether claims 1, 2, 5-10, 12, and 13 of the Bach patent application were obvious under 35 U.S.C. §
103.

2. Whether the Bach application provided sufficient specification disclosure under the first paragraph of 35
U.S.C. § 112.

3. Whether the claims particularly pointed out and distinctly claimed the invention under 35 U.S.C. § 112.

HOLDINGS

1. The claimed subject matter as a whole would have been obvious at the time of the invention to a person
having ordinary skill in the art of making optical lenses and was therefore unpatentable under 35 U.S.C.
§ 103.

2. The specification disclosures of the Bach application were sufficient to comply with the requirements of
the first paragraph of 35 U.S.C. § 112.

3. The claims particularly pointed out and distinctly claimed the subject matter that applicant Bach
regarded as his invention.

KEY QUOTATIONS

“Upon review of all the evidence in this case, the Court finds that the differences between the subject matter
of Claims 1, 2, 5-10, 12 and 13 of the Bach application in suit and the prior art, particularly the Jeffree
French patent, are such that the claimed subject matter as a whole would have been obvious at the time the
Bach invention was made, October 6, 1956, to a person having ordinary skill in the art of making optical
lenses.” (at 441)

“Initially, the Court states the rule that “the words of a patent or a patent application, like the words of
specific claims therein, always raise a question of law for the court and may not be determined by the opinion
of experts.”” (at 442)

“In summary, the Court holds that the specification and claims of the Bach application in suit comply with the
requirements of 35 U.S.C. § 112, but the claimed subject matter is obvious and unpatentable under 35 U.S.C.
§ 103.” (at 443)

FACTUAL BACKGROUND

The plaintiff, assignee of Guy Bach, sought a patent for an optical apparatus involving a panfocal lens with
surfaces of revolution and substantially constant astigmatism. The Patent Office relied on the Poullain, Evans,
and Jeffree patents in rejecting the claims as obvious and also rejected them for insufficient disclosure and
indefiniteness. The court found that the prior art, particularly Jeffree, disclosed the relevant lens features and that
the differences between the claims and the prior art would have been obvious to a person of ordinary skill in
optical-lens manufacture.

PROCEDURAL HISTORY



The Patent Office rejected claims in the Bach application under 35 U.S.C. §§ 103 and 112. The assignee brought
a § 145 civil action, and after reviewing the evidence and prior-art patents, the district court held that the
specification and claims satisfied § 112 but that the claimed subject matter was obvious under § 103. The court
dismissed the complaint.

DISPOSITION

dismissed
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