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SUMMARY

The Ninth Circuit held that a trademark counterfeiting claim under the Lanham Act (15 U.S.C. § 1114)
requires a showing of likelihood of confusion, rejecting the argument that counterfeiting lacks this
element. The court affirmed summary judgment for the defendant because the parties' "EYE DEW"
skincare products, when viewed as a whole, had dissimilar packaging, housemarks, and designs,
creating no genuine dispute of material fact on consumer confusion. The court declined to presume
confusion because the products were not identical, and it properly considered the entire product rather
than focusing solely on the identical mark.
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STANDARD OF REVIEW We review a district court's grant of summary judgment de novo. The
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QUESTIONS PRESENTED

1. Whether a trademark counterfeiting claim under the Lanham Act requires a likelihood of confusion.

2. Whether the district court properly granted summary judgment on the counterfeiting claim by comparing
the products as a whole rather than focusing solely on the identical marks.

HOLDINGS

1. The plain language of 15 U.S.C. § 1114(1)(a) requires a likelihood of confusion for a trademark
counterfeiting claim.

2. Summary judgment was proper because there is no genuine dispute of material fact about the likelihood
of consumer confusion. The court properly compared the products as a whole, including packaging,
shape, colors, and housemarks, rather than limiting analysis to the identical marks.

KEY QUOTATIONS

“The plain language of the statute thus shows that "likely to cause confusion" is a requirement for a
counterfeiting claim.” (at 7)

“We thus hold that a counterfeit claim requires a showing of likelihood of confusion under Section 1114.” (at
10)

“In sum, the district court properly found that there is no genuine issue of material fact that Farmacy's use of
the "EYE DEW" mark would not likely cause consumer confusion.” (at 14)

FACTUAL BACKGROUND

Arcona registered the trademark 'EYE DEW' for its skincare products in 2015. Arcona's EYE DEW product is an
eye cream in a tall, cylindrical, silver bottle encased in a slim, cardboard outer box. Farmacy Beauty began
developing a line of skincare products in 2014, including an eye cream named 'EYE DEW' after a copywriter
said the name was likely available. Farmacy's EYE DEW product comes in a short, wide, white jar with a
squarish outer box. The products both feature the phrase 'EYE DEW' but have different packaging, shapes,
colors, and housemarks. Arcona sent a cease-and-desist letter in 2016. The parties could not resolve the matter.

PROCEDURAL HISTORY

Arcona sued Farmacy in the Central District of California alleging trademark counterfeiting, trademark
infringement, unfair competition under federal and state law. At Arcona's request, the district court dismissed
with prejudice the trademark infringement and unfair competition claims. The district court granted partial
summary judgment for Farmacy on the counterfeiting claim. Arcona appealed.
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