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SUMMARY

The Second Circuit vacated the dismissal of Rescuecom Corporation’s Lanham Act claims against
Google and remanded for further proceedings. The court held that allegations that Google
recommended and sold Rescuecom’s trademark as an advertising keyword adequately pleaded a use in
commerce, distinguishing its prior decision in 1-800 Contacts v. WhenU.com. The court did not decide
whether Google’s practices actually caused a likelihood of consumer confusion.
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QUESTIONS PRESENTED

1. Whether Google's recommendation and sale of Rescuecom's trademark as a keyword to trigger
sponsored advertisements constituted a use in commerce under the Lanham Act.

2. Whether Rescuecom adequately pleaded a Lanham Act claim based on a likelihood of consumer
confusion to survive a Rule 12(b)(6) motion.

3. Whether the Second Circuit's decision in 1-800 Contacts, Inc. v. WhenU.com, Inc. required dismissal of
Rescuecom's complaint.

HOLDINGS

1. The complaint adequately alleged that Google made a use in commerce of Rescuecom's mark because
Google recommended, displayed, offered, and sold the mark to advertising customers in connection with
Google's advertising services.

2. Rescuecom adequately alleged that Google's presentation of competitor advertisements and links in
response to searches for Rescuecom's trademark was likely to cause consumer confusion as to affiliation,
sponsorship, approval, or origin.

3. The district court misconstrued 1-800 Contacts; that precedent did not require dismissal of Rescuecom's
complaint.

KEY QUOTATIONS

“The Complaint’s allegations that Google’s recommendation and sale of Rescuecom’s mark to Google’s
advertisers, so as to trigger the appearance of their advertisements and links in a manner likely to cause
consumer confusion when a Google user launches a search of Rescuecom’s trademark, properly alleges a
claim under the Lanham Act.” (562 F.3d at 127)

“Whether Google’s actual practice is in fact benign or confusing is not for us to judge at this time. We
consider at the 12(b)(6) stage only what is alleged in the Complaint.” (562 F.3d at 134)

“The discussion in this Appendix is therefore dictum and not a binding opinion of the court.” (562 F.3d at
157)

FACTUAL BACKGROUND

Rescuecom operated a computer-service franchising business and owned a federally registered trademark for
"Rescuecom." Google operated AdWords and Keyword Suggestion Tool, through which advertisers could
purchase or be encouraged to purchase trademarks and other terms to trigger sponsored advertisements and
links. Rescuecom alleged that Google's recommendation and sale of its mark to competitors caused competitor
advertisements to appear when users searched for Rescuecom, in a manner likely to create confusion about
affiliation, sponsorship, approval, or origin.

PROCEDURAL HISTORY

The district court dismissed Rescuecom's claims for trademark infringement, false designation of origin, and
dilution, concluding that Google's alleged conduct did not constitute a use in commerce of Rescuecom's mark.



The Second Circuit vacated the judgment and remanded for further proceedings, holding that the complaint
adequately alleged a use in commerce and a likelihood of consumer confusion.

DISPOSITION

vacated

REMAND INSTRUCTIONS

The case was remanded to the United States District Court for the Northern District of New York for further
proceedings on Rescuecom's Lanham Act claims.
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